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Customer No. 01333 



RECEIVED 

CENTRAL FAX CENTER 

NOV 0 6 2006 

Attorney Docket No. 83013TJS 



IftJ THE UNITED STATES PATENT AND TR ADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 



In re Application of 

Dale F. Mclntyre 

METHOD AND SYSTEM FOR MANAGING 
IMAGES OVER A COMMUNICATION 
NETWORK USING USER PROVIDED 
INSTRUCTIONS 

U.S. Serial No. 09/892,043 
Filed: 26 June 2001 



| Group Ait Unit: 2162 
Confirmation No.: 1730 
Examiner: JeanB. Fleurantin 

I hereby certify that this correspondence was sent by 
facsimile transmission to the United States Patent and 
Trademark Office on the date set forth below. 




Paula West 



Date: 



/ (o > O (o 



Mail Stop - APPEAL BRIEF-PA TENTS 

Commissioner for Patents 

P.O.Box 1450 

Alexandria, VA 22313-1450 

Sir. 

SUPPLEMENTAL APPEAL BRIEF TRANSMITTAL 

In response to the Notification of Non-Compliant Appeal Brief 
dated October 26, 2006, enclosed herewith is Appellants' Supplemental Appeal 
Brief for the above-identified application. Appellants' have clearly provided a 
statement of the status of the claims and identified the appealed claims, i.e. claims 
1-24 arc rejected, claims 1-24 are pending, and claims 1-24 are on appeal. 
Applicants believe they are in compliance, with 37 CFR 41.37(c)(l)(iii)). 

The Commissioner is hereby authorized to charge the Appeal 
Brief filing fee to Eastman Kodak Company, Deposit Account 05-0225. 
A duplicate copy of this letter is enclosed. 



Thomas J. Strouse 
Telephone: 585-588-2728 
Facsimile: 585-477-4646 



Respectfully submitted, 



AttomeMfor Appellants 
Registration No. 53,950 
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Examiner: Jean B. Fleurantin 
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Traderaa^ Office on the date set forth below. 



Paula West 



Date: 



Mail Stop -APPEAL BRIEF-PATENTS 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Sir: 

SUPPLEMENTAL APPEAL BRIEF TRA NSMITTAL 

In response to the Notification of Non-Compliant Appeal Brief 
dated October 26, 2006, enclosed herewith is Appellants' Supplemental Appeal 
Brief for the above-identified application. Appellants' have clearly provided a 
statement of the status of the claims and identified the appealed claims, i.e. claims 
1-24 are rejected, claims 1-24 are pending, and claims 1-24 are on appeal. 
Applicants believe they are in compliance with 37 CFR 4t.37{c)(l)(iii)). 

The Commissioner is hereby authorized to charge the Appeal 
Brief filing fee to Eastman Kodak Company, Deposit Account 05-0225. 
A duplicate copy of this tetter is enclosed. 
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Telephone: 585-588-2728 
Facsimile: 585-477-4646 



Attomefy/for Appellants 
Registration No. 53,950 



i:\TJStmusc\DOCKETS\S 3\S30 1 3 US\am»«l brief trans.doc 

PAGE 3/24 ' RCVD AT 1 1/6/2006 2:48:20 PM [Eastern Standard Time] ' SVR:USPTOEFXRF-3i19 ' DNI&2738300 1 CSID:585 477 4646 ' DURATION (mm-ss):06-14 



11/07/2086 01:41 585-477-4646 EASTMAN KODAK PATENT PAGE 04/24 

RECEIVED 

CENTRAL FAX CENTER 

NOV 0 6 2006 

Customer No. 01333 Attomey Docket No 83013/TJS 

W TffE 1JNTTFD STATFS PATFTVT TRA DF.M AUK 
BEFORE THF. BOARD OF PATF.NT APPF.AI* ^ i~ TERffrRF]vrFR 



In re Application of 

Dale F. Mclntyre 

METHOD AND SYSTEM FOR MANAGING 
IMAGES OVER A COMMUNICATION 
NETWORK USING USER PROVIDED 
INSTRUCTIONS 

U.S. Serial No. 09/892,043 
Filed: 26 June 2001 



Group Art Unit: 2162 
| Confirmation No. : 1730 
Examiner: Jean B. Fleurantin 

I hereby certify that this correspondence was sent by 
fccsimile transmission to the United States Patent and 
I Trademarjc Office on the date set forth below. 



Paula West 



! Date: 



Mail Stop - APPEAL BRIEF-PA TENTS 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 



SUPPLEMFNTAF A f PEAL BwnrB . 
PURSUANT TO 37 C.F P ^ V and ^ lf , g „ A 



PAGE 4124 * RCVD AT 11/6/2006 2:48:20 PM [Eastern Standard Time] * SVR:USPTO-£FXRF-3J19 1 DNI&2738300 * CSID:585 477 4646 ' DURATION (mm-ss):06-14 



11/07/2906 01:41 585-477-4646 EASTMAN KODAK PATENT PAGE 85/24 



Tabic Of Content* 

Table Of Contents 

Real Party In Interest " 

Related Ap peals And Interferences 

Status Of The Cla rniQ ; 

Status Of Amendmen ts 

Su mmary of Claimed Subig gt Matter 

grounds of Rejection to be Reviewed on Ap peal 

Arguments _ 

Summary 4 

Conclusion, 

Appendix I ■ Claims on Apn^l 

Appendix II - Evidence 

Appendix II I - Related Proceedings . 



-i- 



PAGE 5/24 * RCVD AT 1 1/612006 2:48:20 PM [Eastern Standard Time] 1 SVR: USPTO-EFXRF-3/1 9 1 DNIS:27M300 1 CSID:585 477 4646 * DURATION (mm-ss):06-14 



11/07/2006 01:41 



585-477-4646 EASTMAN KODAK PATENT PAGE 06/24 

RECEIVED 
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APPELLANT'S BPf ON APPF AT 

Appellants hereby appeal to the Board of Patent Appeals and Interferences 
from the Examiner's Final Rejection of currently pending claimsl-24 which was 
contained in the Office Action mailed July 22, 2005. 

A timely Notice of Appeal was mailed on October 24, 2005. 
Real Parry Tn 

As indicated above in the caption of the Brief, the Eastman Kodak 
Company is the real party in interest. 

Related Anpp a k An^ interferon ™« 

No appeals or interferences are known which will directly affect or be 
directly affected by or have bearing on the Board's decision in the pending appeal. 

Status Of Th» n„;™ 0 

Claims 1-24 are pending in the application. Claims 1-24 are finally 
rejected. Claims 1-24 are on appeal. 

Appendix I, provides a clean, double-spaced copy of pending claims 1-24 
on appeal. 

States Of AmenHmow fa 

An initial Office Action was mailed on July 8, 2003. An amendment in 
response to the Office Action was mailed on October 8, 2003. A final Office 
Action was mailed on January 13; 2004. A 116 Amendment in response to the 
Office Action was mailed on March 10, 2004. An Advisory Action was mailed on 
March 1 6, 2004. A Request for Continued Examination (RCE) was mailed on 
March23,2004. An Office Action was mailed on May 6, 2004. Aresponseto 
the Office Action was mailed on August 3, 2004. An Office Action was mailed ' 
on January 26, 2005. A response to the Office Action was mailed on April 25 
2005. A fina, Office Action was mailed on July 22, 2005. A 116 response to ihe 
Office Action was maiJed on September 22, 2005. A Notice of appeal was mailed 
on October 24, 2005. The claims stand as indicated in Appendix I 
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RECEIVED 

CENTRAL FAX CENTER 

NOV 0 6 2006 

Summary of Claimed Sub ject Matter 

With respect to independent claim 1 ? the Appellant's invention relates to a 
method for providing an automatic service over a communication network (Fig. 1, 
50) with regard to stored instructions on a user computer (Fig. 1,10). In particular, 
the invention includes automatically initiating the obtaining of instructions stored 
on a user computer (Fig, 1,10) over a communication network (Fig. 1 , 50) by a 
service provider (Fig.l, 80). See at least page 8, lines 25-page 9, line 5; page 13 
lines 3-12; page 13, line 3-32; page 14, line 20-page 15, line 5; page 20, lines 9- 
1 5. The instructions that are stored on the user computer are associated with 
digital media file that is also stored on the user computer. See at least page 13, 
line 3-32; page 20, lines 9-15* The claim method of the present invention further 
includes the steps of implementing the instructions with respect to the associated 
digital file that is stored on the user computer. See at least page 13, line 27 - page 
14, line 19. 

With respect to independent claim 12, the Appellant's invention relates to 
a system (Fig. 1,18) for providing an automatic service over a communication 
network (Fig.l, 50) based on stored instructions on a user computer (Fig. 1 , 10). 
In particular, the invention includes a service provider computer (Fig.l , 86) 
automatically initiating the obtaining of instructions stored on a user computer 
(Fig.l, 10) over a communication network (Fig- 1, 50). See at least page 8, lines 
25-page 9, line 5; page 13 lines 3-12; page 13, line 3-32; page 14, line 20-page 15, 
line 5; page 20, .lines 9-15. The instructions that are stored on the user computer 
are associated with digital media file that is also stored on the user computer. See 
at least page 13, line 3-32; page 20, lines 9-15. The claim system of the present 
invention further includes the steps of implementing the instructions with respect 
to the associated digital file. See at least page 13, line 27 - page 14, line 19. 

With respect to independent claim 13, the Appellant's invention relates to 
a method for providing an automatic service over a communication network 
(Fig, 1 , 50) to a user based on stored instructions by a user computer (Fig. 1,10). 
In particular, the invention includes instructions that are stored on the user 
computer (Fig. 1,10) with respect to an associated with digital media file. See at 
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least page 13, line 3-32. The digital image file representing an image. See at least 
page 7, line 30 - page 8, line 8. A service provider computer (Fig.1, 86) 
automatically initiating the obtaining of instructions stored on a user computer 
over a communication network (Fig.l, 50). See at least page 8, lines 25-page 9, 
line 5; page 13 lines 3-12; page 13, line 3-32; page 14, line 20-page 15, line 5; 
page 20, lines 9-1 5,. The claim method of the present invention further includes 
the steps of implementing the instructions with respect to the associated digital file 
that is stored on the user computer. See at least page 13, line 27 - page 14, line 
19. 

With respect to independent claim 24, the Appellant's invention relates to 
a method for providing an automatic service over a communication network 
(Fig.l , 50) to a user based on stored instructions by a user on a user computer 
(Fig.l , 1 0). In particular, the invention includes automatically initiating the 
obtaining of instructions stored on a user computer over a communication network 
by a service provider. See at least page 8, lines 25-page 9, line 5; page 13 lines 3- 
12; page 13, line 3-32; page 14, line 20-page 15, line 5. The instructions that are 
stored on the user computerare associated with digital media file that is also 
stored on the user computer. See at least page 13, line 3-32; page 20, lines 9-15. . 
The instruction instructions relate to the sale of rights to use and/or reproduce said 
image. See at least page 1 3, line 3 - page 14, line 14; page 26, line 1 5 - page 27, 
line 16; page 4, lines 25-28. The claim method of the present invention further 
includes the steps of implementing the instructions with respect to the associated 
digital file that is stoned on the user computer, See at least page 1 3, line 3-32. 
Grounds of Rejection to be Reviewed on Appeal 

The following issue is presented for review by the Board of Patent Appeals 
and Interferences: 

1 . Whether the invention of claims 1 -24 is patentable over 
Jebens (U.S. Patent No. 6,321,231); in view of Allen (U.S. Patent 5,737,491); 
Cromer (U.S. Patent No. 6,381,636); and further in view of Narayen (U.S. Patent 
6,035,323). 
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According to the final Office Action, dated July 22, 2005, with respect to 
claims 1-8, 12-20 and 24, Jebens disclose Appellants invention as claimed. 
However, accoiding to the final Office Action., Jebens does not explicitly disclose 
instructions being associated with a digital media file stored on said user 
computer, and implementing said instructions with respect to the associated digital 
image file. However, accoiding to the final Office Action, Allen discloses a 
memory for storing digital images produced by the image sensor in digital image 
files, the digital image files having associated information for controlling a remote 
image fulfillment server. Thus, according to the final Office Action, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
modify the combined teaching of Jebens and Allen to result in Appellant's 
claimed invention. 

Nevertheless, according to the final Office Action, while Jebens and Alien 
disclose the claimed subject matter, they fail to. disclose an automatic service over 
a communication network to a user, based on stored instructions by a user on a 
user computer. However, according to the final Office Action, Cromer discloses a 
server computer system to remotely access asset information stored within a client 
computer system coupled to the server utilizing a network, in which asset 
information is stored within each client which includes information identifying 
software components of a particular client. Therefore, according to the final 
Office Action, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the combined teaching of Jebens, Allen and 
Cromer to result in Appellant's claimed invention. 
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Arguments 

CLAIMS 1-24 ARE PATENTABLE OVER JEBENS IN VIEW OF ALLEN 
CROMER AND FURTHER IN VIEW OF NARAYEN- 

1. CLAIMS 1, 12, 13 AND 24 ARE PATENTABLE OVER 

JEBENS IN VIEW OF ALLEN AND CROMER BECAUSE 
JEBENS, ALLEN, CROMER, AND ALONE OR IN 
COMBINATION, FAIL TO SHOW ALL OF THE ELEMENTS 
RECITED IN CLAIMS 1, 12, 13 AND 24. 

a- JEBENS DOES NOT DISCLOSE, EXPRESSLY 
OR INHERENTLY, AT LEAST 
AUTOMATICALLY INITIATING THE 
OBTAINING OF INSTRUCTIONS STORED 
ON A USER COMPUTER AS RECITED IN 
INDEPENDENT CLAIMS 1, 12, 13 AND 24, 

According to Appellant's invention as recited in claim 1, 12, 13 and 24, 
the invention provides an automatic service over a communication network to a 
user with regard to stored instructions on a user computer. In particular, the 
invention includes automatically initiating the obtainment of instructions stored on 
a user computer over a. communication network by a service provider. The 
instructions that are stored on the user computer are associated with digital media 
file that is also stored on the user computer. The claim method and system of the 
present invention further includes the steps of implementing the instructions with 
respect to the associated digital file that is. stored on the user computer. 

Jebens fails to teach or suggest automatically initiating the obtaining of 
instructions stored on the user computer over a communications network by a 
service provider as recited in Appellant's independent claims. Rather, Jebens 
discloses "permitting a first user to locate and download ... at least one of the 
digital images,** receiving an electronic file" and "receiving instructions from the 
first user [at the host] directing that electronic file be delivered to a second user." 
Col. 2, line 65 - Col. 3, lines 10. For example, Jebens discloses giving permission 
to an advertising agency .12 to access a database on a host system 10, search the 
database on the host system 10 an download low resolution images. Then, the 
advertising agency 12 requests that.the host 10 routes a product including the 
downloaded images to a publishing entity 1 6, such as a printer. Col. 5, lines 11- 
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*. .0 thereupon <ta W site would then, in respond ■ J* o*"" 4 

sends it to the appropriate recipient. 

As a second example differentiating Jebens from the present mventton, 
Jebens discloses that a "'work order' refers to the set of data transmitted from a 
first user [12] to the host system 1.0 requesting routing to a second user [16]. The 
work order preferably includes a set of instructions identifying the second user 
and identifying any files to be sent from the database." Col. 14, lines 11-16. A 
-job order ; refers to a collection of data assembled ... by the host system 10 for 
rooting to the second user [16]." Col 14, lines 26-28. Accordingly, in Jebens, 
the first user 12 sends the work order to the host system 10. "Upon receiving the 
work order, the host [system] 10 develops a job order in accordance with the 
instructions contained in the work order." Col. 14, lines 55-57. The job order is 
then sent to the second user 1 6. 

The Examiner has cited column 3, lines 5-10 of Jebens of teaching the 
automatic initiating of obtaining instructions stored on a user computer. However, 
Appellant would like to point out that the passage to which the Examiner refers to 
at column 3, lines 5-10 is directed to the.situation where instructions are provided 
by the user 1 2 that provide instructions for a host 10 for delivering of files to an 
identified second user such as supplier 16. See Col. 21, line 62 - Col. 22, line 42. 

With regard to column 18, line. 63 to column 19, line 10 of Jebens, this 
portion of the specification cited by the Examiner is dealing with the submission 
of images from the image provider 14 to the host site 10. In this situation, it is the 
image provider computer that initiates the actions required for sending of the 
images to the host site. In particular see column 18, line 66 to column 19, line 1 
which states 'The communication portion oftbe local computer then establishes a 
connection with the host site 1 0 or other destination by automatically dialing or 
sending a network request." As can be clearly seen it is the image provider 
computer that initiates the communication, In the present invention, it is the 
service provider that initiates the action and obtains instructions stored on the 
local computer. Then, the present invention provides implementing the 
instructions with regard to the digital image file stored on the local computer. 
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ILy a system for allowing*, transmission of images from one place to 
^Te^ref^ce^not^orauae^e— 

^„ g of intones on fceloca. 
providerastaugbtandclaimedbyAppeUant. 

Thus, Jebens does not teach, expressly or inherently, automaucaHy 

communication network by a service prov.der. Therefore, Appellant p 
submits that Appellant' s claims are patentable over Jebens. 

h ALLEN DOES NOT DISCLOSE, EXPRESSLY 
OR INHERENTLY, AT LEAST 
AUTOMATICALLY INITIATING THE 
OBTAINING OF INSTRUCTlONS^ORED 
ON A USER COMPUTER AS RECITED IN 
CLAIMS 1, 12, 13 AND 24. 

Allen fails to remedy the deficiencies of Jebens as Allen fails to teach or 
suggest automatically initi ating the obtaining of instructions stored on the user 
computer over a communications network by a service provider. As admitted by 
the final Office Action, Allen does not disclose an automatic service over a 
communication network to a user based on stored instruction by a user on a user 
computer. Allen merely discloses a camera having memory for storing digital 
images, the memory having information to control a remote server. Col. 1, lines 
1-41. More specifically, a photographer verbally instructs the camera to perform a 
cotnmand such as to transfer images.to a fulfillment server. Col. 1 line 66 - Col. 2, 
line 7; Col. 3, line 49 -Col. 4, line 14. Hence, AUen teaches that the camera 
(user) initiates a communication. ■, 

Thus, neither Jebens nor Allen, alone or in combination, expressly or 
inherently teach or suggest automatically initiating the obtaining of instructions 
stored on a user computer over said communication: network by a service 
provider. Therefore, Appellant respectfully.submits that Appellant's claims are 
patentable over Jebens and AUen. 
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r ROMER DOES NOT DISCLOSE, 

* fSpressly ortnherently, at ijeast 

ON A USER COMPUTER AS RECITED IN 
, CLAIMS 1, 12, 13 AND 24. 

Cromer also fails to remedy the deficiencies of Jebens and Allen, as 
Cromer fails to teach or suggest automatically initiating the obtainmg of 
instructions stored on the user computer over a communications network by a 
serviceprovider. Cromer teaches that a server is permitted to remotely access 
asset information (i.e., information identifying components of the client computer 
system) from a powered-off client computer via a network adapter included m the 
client computer. Col. 1. lines 9-17; Col. 2, lines 15-30. However, Cromer does 
not disclose automatically initiating the obtaining of instructions stored on the 
user computer. 

Thus, neither Jebens, Allen nor Cromer, alone or in combination, expressly 
or inherently teach or suggest automatically initiating the obtaining of instructions 
stored on a user computer over said communication network by a service 
provider. Therefore, Appellant respectfully submits that Appellant's claims are 
patentable over Jebens, Allen and Cromer. 

d. NARAYEN DOES NOT DISCLOSE, 

EXPRESSLY OR INHERENTLY, AT LEAST 
AUTOMATICALLY INITIATING THE 
OBTAINING OF INSTRUCTIONS STORED 
ON A USER COMPUTER AS RECITED IN 
CLAIMS 1, 12, 13 AND 24. 

Narayen also fails to remedy the deficiencies of Jebens, Allen and Cromer 
as Narayen fails to teach or suggest automatically initiating the obtaining of 
instructions stored on the user computer over, a communications network by a 
service, provider. Rather, Narayen allows a user on a client computer system 121 
to create a media container that contains digital media, and transmits this media 
container onto the Internet via a server computer 1 1 1 for other client computer 
systems (e.g., 125) to view. .That is, after receiving digital media from a client 
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ai .1tom~ cm**" "» g-enues -hevi^able pages sueh« 

dtart compter 125 ,0 view. Col. 7, U.e ,4 - Co.. 8, ta. 59; Co,. 16, 

tines 11-39. . __. 

Thus, neither Jebens, Allen, Cromer nor Narayen, alone or m combination, 
expressly or inherently teach or suggest automatically initiating the obtaining of 
instructions stored on a user computer over said communication network by a 
service provider. Therefore, Appellant respectfully submits that Appellant's 
claims are patentable over Jebens, Allen, Cromer and Narayen. 
Conclusion 

Therefore, Appellant respectfully submits that independent claims 1, 12, 13 
and 24 are patentable over the cited references. Because claims 2-11 and 14-23 
depend from claims 1 and 13, respectively, and include the features recited in the 
independent claim as well as additional features, Appellant respectfully submits 
that claims 2-1 1 and 14-23 are also patentably distinct over the cited references. 

2 CLAIMS 1,12, 13 AND 24 ARE PATENTABLE OVER 

JEBENS, ALLEN, CROMER AND NARAYEN BECAUSE 
THE REFERENCES ARE NOT PROPERLY COMBINABLE. 

Appellant respectfully contends that aprima facie case of obviousness has 
not been established, as described more fully below. To establish a prima facie 
case of obviousness, three basic criteria must be met: 

1 ) There must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to 
one of ordinary skill in the art, to modify the reference or to 
combine reference teachings; 

2) there must be a reasonable expectation of success; and 

3) the prior art reference (or references when combined) must 
teach or suggest all the claim limitations. 

(M.P-E.P. §2142). 

Appellant respectfully submits that the cited references do not teach or 
suggest all the claim limitations as discussed above. 
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found in the references themselves, the knowledge 01 

art or from the na»e of the ***** be ,oWed Ova, ~« su^Ute 

MM 50 USPQJd 1«14 <M. ». WW- * «• ' 

e v i d«nceof.^on,.e.ch i ngor m o«va 0 on«oeornb ) n.pnot. rt r«fera^ 

he S hown, m d«,««h is «v i den«be»dea r »dp tt «eu 1 ar.- M BroMs*^ 

evidence . Jrf> 

For example, it is respectfully submitted that Jebens fails to provide any 
suggestion to implement or otherwise be combined with a system for transrmttmg 
digital images from -a digital camera to an image fulfillment server that receives the 
images and acts in accordance with instructions provided therewith as described m 
Allen. Moreover, Allen Ms to provide any suggestion to implement or otherwise 
be combined with an image management and delivery system where a host site 
manages stored images as described in Jebens. 

Thus, Appellant respectfully contendsthat * prima facie case of obviousness 
has not been established as no "clear and particular" evidence of motivation to 

combine can be identified. 

More particularly, the Examiner noted that Jebens "does not . . - disclose 
said instructions being associated with a digital media file stored on said user 
computer [and] implementing said instructions with respect to said associated digital 
image file," as discussed above. The Appellant agrees with the Examiner, and 
thus, Jebens cannot therefore reasonably be said to automatically initiate the 
obtaining of instructions stored on a user computer over said communication 
network by a service pro vider. = 
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Further, in discussing a combination of Jebens and Allen, the Exarmner 
states that it would have been obvious to "modify the combined teachmgsof 
Jebens and Allen with said instructions being associated with a digital me*a fio 
stored on said user computer; and implementing said instructions with respect to 
said associated digital image file. Such modification would allow me teachings of 
Jebens and Allen to improve the accuracy and the reliability of themethod and 
system for managing images over a communication network using user provided 
uKtruction, and to provide a choice of different communication relay series. 
However, the need to "provide a choice of different communication relay 
services" is what Allen teaches is the benefit of the Allen invention itself, and not 
a motivation to combine with Jebens, and "a system for managing images over a 
communication network" is the benefit of the Jebens invention itself, and not a 
motivation to combine with Allen. The Examiner must show some objective 
^^^^t^cnmbinatior. In reFine, 837F.2d 1071, 1075, 5 USPQ2d 
1 596, 1600 (Fed. Cir. 1988). It is respectfully submitted that there is no such 
objective teaching in at least Jebens that leads "to the combination" of Jebens with 
Allen, and the Examiner has pieced together aspects purportedly found in. the prior 
art to arrive at the invention through hindsight As stated by the Federal Circuit: 

"Coinbinitig:prior art references without f* d f ce ° f f cha , . . 
suggestion, teaching, or motivation simply takes the inventor s 
disclosure as a blueprint for piecing together the pnor art to 
defeat patentabfllry-the essence of hindsight 

jnreDembiczak, 50USPQ2d 1614, (Fed. Cir. 1999) (citing Interconnect Plowing 
Corp. v. FeiU 774 F.2d 1132, 1 138, 227 USPQ 543, 547 (Fed. Cir. 1985); emphasis 
added). 

As such, there is no basis in the references themselves to motivate a person 
skilled in the art to combine at least the Jebens reference with the Allen reference. 

Further, a similar argument can be made for the alleged combination of 
Jebens, Allen, Cromer and Narayen. The Examiner states in the final Office 
Action that it would have been obvious to "modify tlie combined teachings of 
Jebens, Allen and Cromer and Narayen to provide a user on a client computer 
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system to create a media container which contains digital media and publish this 
media container with its digital media onto the Internet tor other computer 
systems to be able to view the media container with its digital media » However, 
the need to "create a media container which contains digital media and publish 
this media container with its digital media onto the Internet for other computer 
systems to be able to view" is what Narayen. teaches is the benefit of the Narayen 
invention itself, and not a motivation to combine with Jebens, Allen and Cromer. 
As such, there is no basis in the references themselves to motivate a person 

skilled in the art to combine at least the Jeberis, Allen and Cromer references with 

the Narayen reference. 

Summary 

Therefore, Appellant respectfully submits that independent claims 1, 12, 13 
and 24 are patentable over the cited references. Because claims 2-1 1 and 1 4-23 
depend from claims 1 and 1 3, respectively, and include the features recited in the 
independent claim as well as additional features, Appellant respectfully submits 
that claims 2-1 1 and 14-23 are also patentably distinct over the cited references. 
Conclusion 

For the above reasons, Appellants respectfully request that the Board of 
Patent Appeals and Interferences reverse the rejection by the Examiner and 
mandate the allowance of Claims. 

Respectfully submitted, 



Thomas J. Strouse:phw/cvn Attorney 



loraeywr 



Appellants 



Telephone: 585-588-2728 Registration No. 53,950 

Facsimile: 585-477-4646 
Enclosures 

If Ae Examiner is unable to reach the Appellants) Attorney at the telephone number provided, the 
Examiner is requested to communicate with Eastman Kodak Company Patent Operations at 

(585)477^4656. 
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A ppendix I - ^hna nn Appeal 

1 . A method for providing an automatic service over a 
communication network to a user based on stored instructions by a user on a user 

computer, comprising the steps of' 

automatically initiating the obtaining of instructions stored on a 
user computer over said communication network by a service provider, said 
instructions being associated with a digital media file stored on said user 
computer; and 

implementing said instructions with respect to said associated 
digital image file. 

2. A method according to claim 1 where said instruction 
comprises instructions relating the sale of rights to use and/or reproduce said 
image. 

3. A method according to claim 1 where said instruction 
comprises the purchase, use, or sale of an item displayed in said image. 

4. A method according to claim 1 wherein said instruction was 
entered on a form. 

5. A method according to claim 4 wherein said form is 
displayed in association with said image. 
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6. A method according to claim 4 wberein said form is stored 
remotely at the service provider, 

7. A method according to claim i wherein the service provider 
recognizes that a digital image file has been identified for a service during a 
routine communication interval. 

8. A method according to claim 7 wherein an electronic form 
is provided to the user by service provider in response to discovering of the 
identified digital image file. 

9. A method according to claim 2 wherein a metadata field of 
the identified digital image file is modified to reflect the data added to the 
electronic form. . ' 

10. A method according to claim 9 wherein the metadata field 
is provided in said service provider computer. 

U. A method according to claim 9 wherein the metadata field 
is provided in said user computer. 

12. A system for providing an automatic service over a 
communication network to a user based on stored instructions on a user computer, 
comprising; 
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a service provider computer for initiating the automatically 
obtaining of said instructions stored on said user computer over a communication 
network, said instructions being associated with a digital media file stored on said 
user computer, said service provider implementing said instructions with respect 

to said associated digital image file. 

13. A method for providing an automatic service over a 
communication network to a user based on stored instructions by a user on a user 
computer, comprising the steps of: 

storing instructions on said user computer with respect to an 
associated digital image file, said digital image file representing an image; 

automatically initiating the obtaining of instructions stored on a 
user computer over said communication network by a service provider; and 

implementing said instructions with respect to said associated 
digital image file. 

14. A method according io claim 13 where said instructions 
comprises instructions relating to the sale of rights to use and/or reproduce said 
image. 

15- A method according to claim 1 3 wherein said instruction 
comprises the purchase, use, or sale of an item displayed in said image. 
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16. A method according to claim 13 wherein said instruction 
was entered on a form. 

17. A method according to claim 16 wherein said form is 
displayed in association with said image. 

18. A method according to claim 16 wherein said form is stored 
remotely at the service provider. 

19. A method according to claim 1 3 wherein the service 
provider recognizes that a digital image file has been identified for a service 
during a routine communication interval 

20. A method according to claim 1 9 wherein an electronic form 
is provided to the user by service provider in response to discovering of the 
identified digital image file. 

21 . A method according to claim 14 wherein a metadata field of 
the identified digital image file is modified to reflect the data added to the 
electronic form. 

22. A method according to claim 21 wherein metadata field is 
provided in said the service provider computer. 



-16- 



PAGE 21/24 1 RCVD AT 1 116/2006 2:48:20 PM [Eastern Standard Time] * SVR;USPTO-ff XRF-3/1 9 * DNIS:2738300 * CSID:585 477 4646 * DURATION (mm-ss):0fM4 



11/87/2086 01:41 585-477-4646 



EASTMAN KODAK PATENT 



PAGE 22/24 



provide ?' Am ^ ara * S, ° 0lata2l ^^*fle l d is 
prowded m said user compute. 



computer,«, m pri slngthestepsof; 

—^^^^.^^^ 
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<« and/or reproduce said image; and 

^'^^^^^^^saidassoc,^ 
digital image file. 
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Appendix H - Evidence 



None 
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Appendix ITT - Roll ed Proce*riin r 

None 
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